United States Patent and Trademark Office 




> STATES DEPARTMENT OF COMMERCE 
States Patenj and Trademark Office 
[\SSIQNER FOR PATENTS 

iria, Virginia 22313-1450 
spto.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



10/631,196 



07/31/2003 



Gerard Chauvcl 



23494 7590 10/05/2006 

TEXAS INSTRUMENTS INCORPORATED 
P O BOX 655474, M/S 3999 
DALLAS, TX 75265 



TI-36709 (1962-05424) 



2165 



EXAMINER 



MAI, TAN V 



ART UNIT 



PAPER NUMBER 



2193 

DATE MAILED: 10/05/2006 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



Office Action Summsrv 


Application No. 

10/631,196 


Applicant(s) 

CHAUVEL ET AL. 


Examiner 

Tan V. Mai 


Art Unit 

2193 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 
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1 . The abstract of the disclosure is objected to because legal phraseology is used in 
this paragraph (i.e., "comprises"). Correction is required. See MPEP § 608.01(b). 

2. The disclosure is objected to because of the following informalities: 
Paragraph [0012], line 2; " multiplier 106" should be - multiplexer 106--; 
Paragraph [0014], line 2 from bottom; "specific pragma " seems to be misspelled. 

Similarly noted in claim 9. 

Appropriate correction is required. 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

Claims 11-14 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

The claims recite a method for performing a mathematical function. 

"[t]o satisfy section 101 requirements, the claim must be for a practical application of the Sec. 101 judicial 
exception, which can be identified in various ways: 

. The claimed invention "transforms" an article or physical object to a different state or thing. 
. The claimed invention otherwise produces a useful, concrete and tangible result,...". 

See "Interim Guidelines for Examination of Patent Applications for Patent Subject Matter 
Eligibility" OG Date: 22 November 2005. 

Since there is no physical transform to establish a practical application, a useful, 
concrete and tangible result appears to be lacking. Therefore, claims 11-14 are 
directed to a non-statutory process. 
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4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

(e) the invention was described in a patent granted on an application for patent by another filed in the United 
States before the invention thereof by the applicant for patent, or on an international application by another who 
has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this title before the invention 
thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act 
of 1999 (AIPA) and the Intellectual Property and High Technology Technical 
Amendments Act of 2002 do not apply when the reference is a U.S. patent resulting 
directly or indirectly from an international application filed before November 29, 2000. 
Therefore, the prior art date of the reference is determined under 35 U.S.C. 102(e) prior 
to the amendment by the AIPA (pre-AlPA 35 U.S.C. 102(e)). 

5. Claims 1-17 are rejected under 35 U.S.C. 102(e) as being clearly anticipated by 
Perets et al. 

Perets et al teach, e.g., see Fig. 2, the claimed combination. Perets et al's 
processor comprises: computation unit CU (12), saturation unit (24) and SAT unit 
"multiplexer" (22). Perets et al detail the SAT unit "multiplexer" (22) in col. 3, third 
paragraph from the bottom. 
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6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

7. Claims 1-17 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Okayama (Applicants' admission Prior Art, EP 0 657 804). 

Okayama discloses, e.g., see Fig. 4, page 3, lines 10-25 and page 8, lines 48-53, 
the invention substantially as claimed, including: ALU (1 ), instruction decoder (2), 
saturation detecting circuit (3), flag generator (4), and "selector" (7). It is noted that 
Okayama does not disclose the claimed "saturation unit"; however, Okayama does 
provide TWO possible results of the "saturation unit", i.e., maximum and minimum 
values [which ccouple to the selector (7)]. It would have been obvious to a person 
having ordinary skill in the art at the time the invention was made to design the claimed 
invention according to Okayama's teachings because the device is an ALU for providing 
the desired saturation / unsaturation value as claimed. 

8. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Cited references are art of interest. 
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9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Tan V. Mai whose telephone number is (571) 272-3726 
The examiner can normally be reached on Mon-Wed and Fri. from 9:30am to 2:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kakali Chaki, can be reached on (571) 272-3719. The fax phone number 
for the organization where this application or proceeding is assigned is: 



Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (571) 272- 



Official 



(571)273-8300. 



2100. 




Tan V. Mai 
Primary Examiner 



